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Graduate Certificate in Intellectual Property Law

Trade Mark Law And Registration

Trademark law is a cornerstone of intellectual property protection, governing the use of signs that identify
the source of goods or services in the marketplace. In a graduate-level study of this field, students must
become fluent in a wide range of specialised terminology. Mastery of these terms enables precise analysis
of case law, statutory provisions, and procedural rules, and it also supports effective communication with
clients, registrars, and courts. The following exposition presents the most essential vocabulary, organized
thematically, and illustrated with practical examples and discussion of common challenges.

Trade mark (or trademark) refers to any sign capable of being represented graphically that distinguishes the
goods or services of one undertaking from those of another. The sign may be a word, logo, colour, shape,
sound, scent, or even a combination of elements. For instance, the word “Apple” when used in connection
with computers and smartphones is a trade mark, as is the distinctive silhouette of a Coca-Cola bottle. The
definition emphasises “graphical representation,” a requirement that has evolved with technological
advances; modern statutes now accept non-visual signs such as sounds, provided they can be described in a
manner that allows the public to identify the mark.

Distinctiveness is the quality that enables a sign to function as a source identifier. The law recognises a
hierarchy of distinctiveness, ranging from generic to descriptive, suggestive, arbitrary, and fanciful. A generic
term—such as "bread” for a bakery's product—cannot be protected because it names the category of
goods rather than the source. Descriptive marks convey a characteristic of the goods, for example “Sweet"
for candy; they are ordinarily unregistrable unless they have acquired secondary meaning. Suggestive
marks, like “Sharp” for knives, hint at a quality without directly describing it, and are inherently registrable.
Arbitrary marks, such as "Apple” for computers, and fanciful marks, such as "Xerox” for photocopiers, are at
the strongest end of the spectrum and enjoy robust protection.

Secondary meaning (or acquired distinctiveness) occurs when a descriptive or even generic sign has,
through extensive use, become associated in the minds of the relevant public with a particular undertaking.
Evidence of secondary meaning may include sales figures, advertising expenditures, consumer surveys, and
length of use. A classic example is “Sharp” for knives, which, after decades of market presence, acquired
sufficient consumer recognition to be registrable despite its descriptive nature.

Likelihood of confusion is the central test for infringement. Courts assess whether the use of a later mark on
comparable goods or services is likely to cause confusion, mistake, or deception among the public as to the
origin of those goods. The analysis is multi-factorial, often referred to as the “overall impression” test.
Factors include the similarity of the marks, the similarity of the goods or services, the strength of the earlier
mark, evidence of actual confusion, the sophistication of the relevant consumers, and the intent of the
alleged infringer. For example, a court might find likelihood of confusion where “Delta” is used for airline
services and a new entrant attempts to market “Delta” travel insurance, because the marks are identical and
the services are closely related.
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Infringement occurs when a party uses a sign that is identical or confusingly similar to a registered trade
mark in relation to goods or services for which the mark is protected, without the owner’s consent.
Infringement can be direct, such as a retailer selling counterfeit goods bearing the protected sign, or
indirect, such as a distributor who supplies products that bear the infringing mark. Remedies for
infringement include injunctions, damages, account of profits, and, in some jurisdictions, criminal sanctions
for counterfeit goods.

Counterfeit goods are unauthorised copies of protected products that bear a false trade mark, often with
the intention of deceiving consumers. Counterfeiting is a serious violation because it not only infringes the
trade mark but also typically breaches other IP rights such as patents and designs. Enforcement against
counterfeiters often involves customs seizure, border measures, and cooperation with law enforcement
agencies.

Classification refers to the system used to categorise goods and services for trade mark registration. The
most widely adopted scheme is the Nice Classification, which divides products and services into 45 classes
(34 for goods, 11 for services). An applicant must specify the class or classes in which protection is sought; a
mark registered in one class does not automatically extend to other classes. For instance, a "Nike" mark
registered in Class 25 (footwear) does not protect the same sign when used for Class 30 (food products)
unless a separate filing is made.

Application is the formal request submitted to the trade mark office to secure registration. The application
typically includes the applicant’s details, a representation of the mark, a list of goods or services, and a
declaration of use or intent to use. In many jurisdictions, an applicant may file a “use” application if the mark
is already being used in commerce, or a “intent-to-use” application if use is planned in the near future. The
choice influences the evidentiary burden at the time of registration.

Examination is the process by which the trade mark office reviews the application for compliance with
statutory requirements. The examiner checks for absolute grounds of refusal—such as lack of
distinctiveness, descriptiveness, or conflict with prior rights—and may issue an office action outlining
objections. The applicant must respond within a prescribed period, addressing each objection with
arguments, amendments, or evidence. Successful navigation of examination is often a critical hurdle in the
registration process.

Absolute grounds for refusal are those that relate to the intrinsic nature of the sign, irrespective of any
existing rights. Typical absolute grounds include lack of distinctiveness, descriptiveness, genericness,
deceptive or misleading character, and prohibited symbols (e.G., State emblems, flags). For example, a sign
consisting solely of the national flag would be refused on the basis that it is a prohibited emblem.

Relative grounds for refusal arise when the proposed mark conflicts with an earlier right. The most common
relative ground is a likelihood of confusion with a previously registered mark. Other relative grounds may
include the existence of a well-known mark, a prior unregistered “common-law” right, or a earlier filing in a
different jurisdiction that has been recognised through a priority claim. The concept of “priority” allows an
applicant to claim the filing date of an earlier application filed in another country, provided the later filing is
made within a prescribed period (usually six months).
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Priority is a procedural advantage that enables an applicant to preserve the filing date of an earlier
application made in a foreign jurisdiction. Under the Paris Convention, a filing in any member country gives
the applicant a six-month window to file in other member states and claim the original filing date as
priority. This can be decisive when competing applications are filed for similar signs. For example, an
applicant who files a “Google” mark in the United States and then, within six months, files a corresponding
application in the European Union can claim the US filing date as priority, thereby pre-empting later
competitors.

Opposition is a mechanism that allows third parties to contest a trade mark application before it is granted.
An opponent must file a notice of opposition within a statutory period after the publication of the
application (often three months, extendable by one-month periods). Grounds for opposition may include
absolute or relative refusal, non-use, or bad-faith filing. The opposition procedure is adversarial, involving
pleadings, evidence, and often a hearing. Successful opposition can lead to the refusal of registration or a
limitation of the scope of protection.

Revocation (or cancellation) is the process by which an existing registration may be extinguished.
Revocation may be initiated by a third party or the trade mark office itself. Grounds include non-use for a
continuous period (commonly three to five years), deception, or the existence of a prior right that was not
previously considered. Revocation differs from opposition in that it concerns a registered mark rather than a
pending application.

Non-use is a statutory ground for revocation that penalises owners who fail to actively use their mark in
commerce. The rationale is to prevent “hoarding” of marks that block competition without contributing to
the market. In many jurisdictions, the owner may defend against a non-use claim by providing evidence of
genuine use, such as sales invoices, advertising material, or distribution records. The burden of proof rests
on the alleged infringer, who must demonstrate the absence of use.

Renewal is the periodic extension of a trade mark’s term of protection. Typically, a registration lasts for ten
years from the date of grant, and may be renewed indefinitely for successive ten-year periods. Renewal
requires the payment of a fee and, in some jurisdictions, the filing of a declaration of use. Failure to renew
results in the mark lapsing and becoming available for registration by others.

Assignment is the transfer of ownership of a trade mark from one party to another. An assignment must be
in writing, signed by the assignor, and, in many jurisdictions, recorded with the trade mark office to be
effective against third parties. Assignments may be partial (limited to specific classes) or total (covering all
rights). For example, a technology company may assign its “Zoom" mark in Class 38 (telecommunications) to
a subsidiary while retaining rights in other classes.

Licensing is the grant of permission by the trade mark owner to a third party to use the mark under defined
conditions. Licenses may be exclusive (granting sole rights to a licensee) or non-exclusive (allowing multiple
licensees). The license agreement typically specifies the scope of use, quality control obligations, royalty
arrangements, and duration. Quality control is crucial because the owner remains liable for the actions of
licensees; failure to enforce quality standards can lead to “loss of distinctiveness” through “genericide.”
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Genericide occurs when a trade mark becomes so widely used as the generic name for a product that it
loses its distinctive character. Famous examples include “Aspirin” and “Escalator,” which were originally
protected marks that entered the public domain through common usage. To combat genericide, owners
must actively police the market, enforce proper usage guidelines, and correct misuse. For instance,
“Thermos” is still protected because the owner consistently enforces trademark rights and educates the
public on proper usage.

Incontestability (or registered status) is a legal status that, once achieved, limits the grounds on which a
trade mark may be challenged. In many jurisdictions, after five years of continuous use, a registrant may
apply for incontestable status, which renders the mark immune to claims of descriptiveness, non-use, or lack
of distinctiveness, except for fraud. Incontestability strengthens the owner’s position in infringement
litigation, as the defendant cannot rely on certain defenses.

Well-known mark is a concept that extends protection beyond the registered classes, even to unrelated
goods or services, where the mark enjoys a high degree of recognition among the relevant public.
International treaties, such as the Paris Convention and the TRIPS Agreement, require member states to
protect well-known marks against dilution and unfair exploitation. A well-known mark may be protected
against “dilution” even where there is no likelihood of confusion, because the use could tarnish or blur the
distinctiveness of the famous sign.

Dilution is a form of infringement that applies primarily to well-known marks. Two sub-categories exist:
“Blurring,” which weakens the unique association of the mark with its source, and “tarnishment,” which
harms the reputation of the mark by associating it with inferior or unsavory products. For example, the use
of "Coca-Cola" for a line of alcoholic beverages might be considered tarnishment, as it could damage the
wholesome image of the original brand.

Collective mark is a sign used by members of an association to indicate membership or adherence to
certain standards. Unlike a trademark, which identifies the source of goods, a collective mark signals that
the goods or services come from members of the group. An example is the “ACCU" mark used by members
of a professional engineering association. Collective marks must be registered with a specific designation
and are subject to rules governing the control of the association over the mark’s use.

Certification mark is a sign that certifies that goods or services meet defined standards of quality, origin, or
other characteristics, independent of the producer’s identity. The owner of a certification mark does not
produce the goods; instead, it authorises third parties to use the mark after verification. The “UL" mark on
electrical appliances indicates compliance with safety standards established by Underwriters Laboratories.
Certification marks must be administered with strict oversight to preserve credibility.

Geographical indication (Gl) is a sign that identifies a product as originating from a specific region and
possessing qualities attributable to that location. Gls differ from trademarks in that they protect the name of
the place rather than the source of a particular enterprise. Examples include “Champagne” for sparkling
wine from the Champagne region of France, and "Darjeeling” for tea from the Darjeeling district of India.
Protection of Gls often involves special legislation and international agreements, such as the Lisbon
Agreement.
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Trade mark search is a preliminary investigation undertaken before filing an application, designed to identify
existing marks that may conflict with the proposed sign. Searches may be conducted in national databases,
international registries, and common-law sources. A thorough search reduces the risk of opposition or
refusal, but it is not a guarantee of registration because not all rights are publicly recorded. For example, a
search may reveal a “Delta” mark in Class 25, prompting the applicant to consider alternative branding for
footwear.

Specimen refers to a sample of the actual use of the trade mark on the goods or services for which
protection is sought. The specimen demonstrates how the mark is presented to the public—on packaging,
labels, advertisements, or website pages. In many jurisdictions, the specimen must be a “real-world”
example rather than a mock-up. Providing an inaccurate or misleading specimen can lead to refusal or later
invalidation.

Use-in-commerce is a requirement that the applicant must satisfy to maintain the registration. It demands
that the mark be placed on the goods, their packaging, or on the services, in a manner that makes the mark
visible to consumers. The definition of “use” can vary; for services, it may involve advertising, signage, or
electronic presence. Evidence of use may be required at the time of registration, during renewal, or in
response to a non-use challenge.

Bad-faith filing occurs when an applicant seeks registration with the intention of blocking a competitor,
rather than to protect a genuine commercial interest. Bad-faith can be inferred from evidence such as a lack
of actual use, a filing pattern designed to create a “defensive” portfolio, or the timing of the application
relative to a competitor's market entry. Courts may invalidate a mark filed in bad faith, and the applicant
may be liable for damages.

Madrid System is an international filing mechanism that allows a trademark owner to seek protection in
multiple member countries through a single application. The system is administered by the World
Intellectual Property Organization (WIPO) and comprises two treaties: The Madrid Agreement and the
Madrid Protocol. An applicant designates the desired contracting states, and each designated office
examines the application according to its national law. The Madrid System streamlines administration but
does not harmonise substantive standards; each jurisdiction may still refuse registration on its own grounds.

International registration under the Madrid System is not a “global” trademark; rather, it creates a bundle of
national applications. The central filing is called an “International Application,” and the resulting
“International Registration” is recorded in the International Register. The status of the mark in each
designated country is indicated by “substantive examination” reports, which may be “registered” or
"refused.” The applicant must monitor each national office’s actions and respond to any objections.

Supplementary protection certificate (SPC) is a related right that extends the protection of a patented
product for a limited period after the patent expires, typically to compensate for the time needed to obtain
marketing authorisation. While not a trade mark, the SPC often interacts with trademark strategy, because
the brand may be used to market the product during the extended period. Companies must coordinate the
filing of SPCs with their trademark portfolio to maximise commercial exploitation.
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Domain name is an Internet address that can be confused with a trademark, leading to disputes under the
Uniform Domain-Name Dispute-Resolution Policy (UDRP). A domain name that incorporates a protected
trademark may be challenged if it is registered in bad faith and used to divert traffic or tarnish the mark’s
reputation. For example, “apple-store.Com” could be contested by the owner of the “Apple” trademark if
the domain is used to sell unauthorised products.

Passing off is a common-law tort that protects unregistered marks from misrepresentation. The elements of
passing off are: (1) Goodwill in the mark, (2) misrepresentation causing confusion, and (3) damage to the
plaintiff. While registration provides a statutory presumption of ownership, passing off remains an
important remedy for owners of unregistered marks, particularly in jurisdictions where registration is not
compulsory. An illustrative case is “Jif" versus "Jiffy” where the latter's packaging mimicked the former’s
well-known design, leading to a successful passing-off claim.

Goodwill is the intangible asset that represents the reputation, consumer loyalty, and overall market
perception associated with a business’s trade mark. In trademark law, goodwill is the foundation of both
registration and passing-off actions; it is established through continuous use, advertising, and consumer
recognition. Evidence of goodwill may include sales data, market surveys, brand awareness studies, and
media coverage.

Scope of protection defines the range of goods or services covered by a registered trade mark. The scope is
determined by the classes selected in the application and by the description of the goods or services. A
narrow scope may limit enforcement options, while an overly broad scope may invite objections for lack of
specificity. For example, a mark registered for “clothing” (Class 25) does not automatically protect the same
sign when used for “footwear” (also Class 25 but a distinct sub-category) unless the description explicitly
includes both.

Descriptive use is a permissible use of a descriptive term that is not intended as a trademark but merely as a
means of describing the product. The doctrine of descriptive use permits a competitor to use a term that
would otherwise be infringing, provided the use is purely descriptive and not used as a source identifier. For
instance, a company may use the phrase “high-protein snack” in advertising, even if “High-Protein” is a
registered trademark, as long as the term is used in a descriptive sense and not as a brand name.

Trademark watch is a monitoring service that tracks new trademark filings, publications, and registrations for
potentially conflicting signs. A watch helps owners detect possible infringements early, allowing timely
opposition or enforcement. Services may include automated alerts, manual searches, and analysis of
similarity. Effective watch programmes are essential for multinational brands, where the risk of parallel
filings is high.

Trademark portfolio is the collection of all trade marks owned by a business, spanning multiple jurisdictions,
classes, and languages. Managing a portfolio involves strategic decisions about registration, renewal,
licensing, enforcement, and divestiture. A well-curated portfolio enhances brand value, facilitates market
expansion, and reduces the likelihood of costly disputes. Portfolio management tools often integrate filing
calendars, renewal alerts, and usage dashboards.
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International classification (the Nice Classification) is periodically revised to reflect new product categories
and emerging technologies. For instance, the inclusion of “virtual reality headsets” in a recent amendment
required applicants to select the appropriate subclass. Staying current with classification updates is crucial
for accurate filing; misclassification can lead to refusal or limited protection.

Trademark search engine refers to the electronic databases provided by national IP offices (e.G., USPTO's
TESS, EUIPQO's eSearch) and commercial providers (e.G., TMview, Corsearch). These platforms enable
keyword, image, and sound searches. Advanced search techniques, such as Boolean operators and phonetic
matching, improve the thoroughness of a search. However, the limitations of these tools—such as
unrecorded common-law rights—necessitate complementary investigative methods.

Trademark infringement analysis typically follows a structured approach: (1) Identify the protected mark, (2)
define the relevant goods/services, (3) compare the marks for similarity, (4) assess the similarity of the
goods/services, (5) evaluate the strength of the senior mark, (6) consider evidence of actual confusion, (7)
examine the sophistication of the consumer, and (8) determine the intent of the alleged infringer. Each
factor is weighted according to jurisdictional precedent. Practitioners often use checklists to ensure
consistency.

Trademark enforcement encompasses both proactive and reactive strategies. Proactive measures include
registration, watch services, and contract clauses (e.G., “Non-compete” and “non-disparagement”) that deter
infringement. Reactive measures involve cease-and-desist letters, settlement negotiations, and litigation. In
some cases, customs authorities may be engaged to block the importation of counterfeit goods, a process
known as “customs seizure.”

Cease-and-desist letter is a formal communication sent by a trademark owner to an alleged infringer,
demanding that the infringing activity stop and that the recipient refrain from future violations. The letter
typically outlines the owner’s rights, the infringing conduct, and the legal consequences of non-compliance.
Effective letters are concise, cite relevant statutory provisions, and may offer a settlement avenue. Overly
aggressive letters can backfire, especially if the alleged infringer raises a legitimate defence.

Settlement in trademark disputes often involves a licensing agreement, a coexistence arrangement, or a
financial settlement. Coexistence agreements allow parties to use similar marks in distinct markets or
territories, provided that confusion is unlikely. Such agreements must be carefully drafted to avoid future
ambiguity. For example, “Delta” may be licensed for use in the UK for a line of sporting equipment while
retaining exclusive rights for aviation services.

Evidence in trademark proceedings is critical. Evidence may be documentary (e.G., Invoices, advertising),
testimonial (e.G., Expert witness statements), or electronic (e.G., Website screenshots). The evidentiary
standard varies: In infringement actions, the plaintiff must establish a prima facie case of likelihood of
confusion, whereas in revocation for non-use, the burden shifts to the defendant to prove the absence of
use. Proper preservation of evidence—through “e-discovery” protocols, for instance—is essential.

Expert testimony is often employed to explain technical aspects of consumer perception, market analysis, or
the significance of a mark’s distinctiveness. Experts may conduct consumer surveys, focus groups, or
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statistical analyses to demonstrate confusion or lack thereof. The credibility of an expert is assessed by the
court, and the methodology must be scientifically sound. For example, a linguistics expert may analyse
phonetic similarity between “Bumble” and “Bumblebee” in a likelihood-of-confusion assessment.

Consumer perception is the ultimate test in trademark law: The law protects the average consumer’s view,
not that of a specialist or an expert. Courts adopt the “reasonable consumer” standard, which considers the
level of care a typical buyer would exercise. In high-value transactions (e.G., Luxury automobiles), the
consumer is presumed to be more discerning, reducing the likelihood of confusion. Conversely, for
low-cost, impulse purchases, the standard is more lenient.

Trademark dilution is distinct from infringement and focuses on the weakening of a famous mark’s
distinctiveness. Dilution claims are often limited to well-known marks, and the plaintiff must prove that the
defendant’s use is likely to cause blurring or tarnishment. The doctrine is more prevalent in jurisdictions
such as the United States, where the “Trademark Dilution Revision Act” provides statutory basis. In the EU,
dilution is addressed through the "well-known mark” provisions of the EU Trade Mark Regulation.

Trademark infringement damages may be calculated on a “reasonable royalty” basis, “actual loss” basis, or
"account of profits” basis. The reasonable royalty reflects the amount the infringer would have paid for a
licence; actual loss measures the plaintiff's lost sales; account of profits requires the infringer to surrender
profits earned from the infringement. Courts may also award “enhanced damages” where the infringement
is deemed willful, as a deterrent.

Willful infringement occurs when the infringer knowingly uses a protected mark despite awareness of the
owner’s rights. In many jurisdictions, willful infringement justifies an increase in damages—often up to three
times the standard award. Proving willfulness typically requires evidence of prior warnings, cease-and-desist
letters, or a pattern of repeated violations.

Trademark counter-claim may arise in litigation when the defendant asserts that the plaintiff's mark is
invalid, for example on the grounds of lack of distinctiveness or prior use. Counter-claims can be strategic,
shifting the focus from infringement to validity, and may result in the mark’s cancellation. The procedural
rules governing counter-claims vary, but they generally require the defendant to present evidence
supporting the asserted defence.

Trademark monitoring is an ongoing activity that includes scanning for unauthorised uses, new applications
that may conflict, and changes in the legal landscape (e.G., Amendments to the Trade Mark Act). Effective
monitoring often leverages automated tools, but manual review remains essential for nuanced assessment.
Companies may allocate dedicated IP personnel or outsource to specialist firms.

Trademark strategy encompasses decisions about which marks to file, in which jurisdictions, and in which
classes. Strategic considerations include market entry plans, product line expansions, competitor analysis,
and brand architecture. For multinational corporations, a “global brand” approach might involve filing a
single “umbrella” mark covering multiple classes, supplemented by local registrations for region-specific
products.

Brand architecture defines the relationship between a parent company’s trademarks and its sub-brands,
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product lines, and services. Common models include “house of brands” (multiple independent marks) and
“branded house” (a single dominant mark). The architecture influences filing strategy, enforcement, and
licensing. For example, Procter & Gamble employs a house-of-brands model, maintaining separate
registrations for “Tide,” "Pampers,” and “Gillette,” each with distinct portfolios.

International enforcement presents challenges such as differing procedural rules, varying standards of
distinctiveness, and jurisdictional limitations. Coordinated enforcement may involve simultaneous actions in
multiple courts, or the use of international agreements like the “Paris Convention” to claim priority. Customs
cooperation is a powerful tool; many IP offices have “IPR watchlists” that enable customs agents to detain
suspect shipments.

Customs seizure is an enforcement measure whereby customs authorities, acting on a trademark owner’s
request, intercept goods that infringe the owner's rights. The owner must provide evidence of the infringing
mark, the registration details, and a declaration of use. Successful seizures can lead to the destruction of
counterfeit goods, the issuance of a "notice of seizure,” and the possibility of civil damages.

Trademark registration timeline varies by jurisdiction but typically follows a sequence: Filing — formalities
check — substantive examination — publication — opposition period — registration. The total period can

range from six months to two years. Accelerated procedures, such as the “fast-track” examination in some
offices, may reduce the timeline for marks meeting specific criteria (e.G., Well-known marks or marks with
no objections).

Trademark renewal deadline is a critical date; missing the deadline can result in loss of rights. Many offices
provide a grace period (often six months) during which the renewal fee can be paid with a surcharge.
However, reliance on grace periods is risky, as it may affect the enforceability of the mark during the lapse.
Automated renewal reminders and calendar management are standard best practices.

Trademark opposition deadline is typically three months after publication of the application, with possible
extensions. Failure to file an opposition within the statutory window forfeits the right to contest the
registration, even if a later conflict arises. Some jurisdictions allow “post-grant” opposition or “opposition
after registration” under specific circumstances, such as evidence of fraud.

Trademark litigation can be pursued in specialized IP courts or general civil courts, depending on the
jurisdiction. Procedural rules—such as the requirement for a “pre-action letter” in some civil law systems—
must be observed. Litigation costs can be substantial, encouraging parties to explore alternative dispute
resolution (ADR) mechanisms, such as mediation or arbitration, which may preserve business relationships.

Alternative dispute resolution (ADR) offers a confidential, cost-effective alternative to courtroom battles.
Mediation enables parties to negotiate a mutually acceptable solution, often involving licensing or
coexistence. Arbitration provides a binding decision by an arbitrator, which can be enforceable under the
New York Convention for international awards. Many trade mark contracts now include ADR clauses to
streamline future disputes.

Trademark assignment tax considerations vary by jurisdiction. Some countries impose stamp duties or
transfer taxes on the assignment of IP assets, while others treat the assignment as a sale of intangible
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property subject to capital gains tax. Practitioners must evaluate the tax implications of assigning a
portfolio, especially in cross-border transactions, to avoid unexpected liabilities.

Trademark licensing royalty can be structured as a fixed fee, a percentage of sales, or a combination thereof.
The royalty rate is influenced by the mark’s market value, the exclusivity of the licence, and the scope of the
licensed territory. Benchmarking against industry standards and conducting a valuation analysis are
essential steps in negotiating a fair royalty.

Trademark valuation is the process of assigning monetary worth to a mark. Methods include the “cost
approach” (considering development expenses), the “market approach” (comparing similar transactions),
and the "income approach” (discounted cash flow of expected future earnings). Valuation is crucial for
licensing negotiations, mergers and acquisitions, and financial reporting.

Trademark portfolio audit is a systematic review of all marks owned by a company. The audit identifies
redundant or obsolete marks, assesses renewal status, evaluates usage, and uncovers potential gaps in
protection. Recommendations may include consolidation of marks, abandonment of unused registrations,
or filing of new applications to cover emerging product lines.

Trademark abandonment occurs when the owner fails to renew a registration or does not use the mark for a
statutory period. Abandonment leads to the mark becoming available for registration by others. Companies
may deliberately abandon weak marks to reduce maintenance costs, but must weigh the risk of competitors
acquiring the relinquished rights.

Trademark opposition filing requires a precise statement of grounds, often citing specific statutory
provisions. The opponent must attach supporting evidence, such as copies of earlier registrations, proof of
use, or market surveys. Procedural compliance is vital; a defective opposition may be dismissed without
substantive consideration.

Trademark opposition defence is the response filed by the applicant to counter the opponent’s allegations.
Defences may include arguments that the marks are not similar, that the goods/services are distinct, that
the opponent’s mark is weak, or that there is no likelihood of confusion. Evidence may consist of consumer
perception studies, evidence of distinct market channels, or proof of prior use.

Trademark infringement injunction is an equitable remedy that orders the infringer to cease the offending
activity. Injunctions may be temporary (preliminary) or permanent. Courts assess factors such as the
adequacy of monetary damages, the balance of hardships, and the public interest. A well-drafted injunction
must specify the prohibited conduct, the covered goods/services, and the geographic scope.

Trademark infringement declaratory relief allows a party to seek a court declaration that a particular use
does not infringe a trademark. This pre-emptive remedy can provide certainty for businesses planning
market entry. The plaintiff must demonstrate a credible threat of infringement and the necessity of a
declaration to avoid future disputes.

Trademark infringement damages calculation often involves complex financial analysis. Courts may consider
the infringer’s profits, the plaintiff's lost profits, and any reasonable royalty that would have been payable. In
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cases of counterfeit goods, damages may be multiplied to reflect the seriousness of the wrongdoing. Expert
accountants frequently assist in quantifying these figures.

Trademark infringement evidence preservation is a procedural step where parties request the court to order
the preservation of relevant documents, such as sales records, marketing materials, and electronic data.
Preservation orders prevent the destruction of evidence that could be crucial in establishing infringement or
damages.

Trademark litigation jurisdiction determines which court has authority to hear the case. Jurisdiction can be
based on the location of the infringement, the domicile of the parties, or the location of the infringing
conduct. In cross-border disputes, parties may agree to a forum selection clause designating a specific court
or arbitration panel.

Trademark settlement agreement is a contract that resolves the dispute, typically including confidentiality
clauses, release of claims, and terms for future conduct. Settlement agreements may also contain
“non-disparagement” provisions, preventing parties from making negative statements about each other’s
marks. The enforceability of settlement terms is subject to contract law principles.

Trademark coexistence agreement permits two parties to use similar marks in distinct markets or territories
without causing confusion. The agreement outlines the scope of each party’s use, quality control
mechanisms, and dispute resolution procedures. Coexistence agreements are useful when the marks have
historical overlap or when a full transfer of rights is not feasible.

Trademark licensing agreement must include provisions for quality control, monitoring, royalty payment,
term, termination, and post-termination obligations. Quality control ensures that the licensee’s goods/
services meet the standards associated with the mark, preserving the mark’s reputation. Failure to enforce
quality control can lead to “loss of distinctiveness” claims.

Trademark registration certificate is the official document confirming that a mark has been registered. The
certificate includes the registration number, date of grant, owner’s name, the representation of the mark,
and the list of goods/services. The certificate is often required as proof of ownership in enforcement actions
and licensing negotiations.

Trademark registration number is a unique identifier assigned by the trade mark office. The number is used
in all subsequent filings, renewals, and enforcement actions. Accurate citation of the registration number is
essential for clarity in legal documents and for searching the official register.

Trademark office (or IP office) is the governmental agency responsible for administering trade mark law,
including examination, registration, publication, and renewal. Examples include the United States Patent and
Trademark Office (USPTO), the European Union Intellectual Property Office (EUIPO), and the Japan Patent
Office (JPO). Each office operates under its national legislation and may have distinct procedural rules.

Trademark law reform is an ongoing process driven by technological change, global trade, and policy
considerations. Recent reforms have addressed issues such as non-traditional marks (sounds, scents),
electronic filing, and the harmonisation of classification. Scholars and practitioners monitor reform
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proposals to anticipate shifts in legal standards and practice.

Trademark policy is the strategic approach adopted by a company to manage its brand assets. Policy
documents may outline guidelines for the use of logos, colour palettes, font styles, and the process for
approving new marks. Consistent policy implementation supports brand integrity and reduces the risk of
inadvertent infringement.

Trademark due diligence is a comprehensive investigation carried out before acquiring a business or
entering a joint venture. Due diligence includes reviewing the target’s trademark portfolio, checking for
pending oppositions, assessing renewal status, and evaluating the strength of each mark. Findings inform
the valuation and negotiation of the transaction.

Trademark infringement insurance provides coverage for legal costs associated with defending against
infringement claims or pursuing enforcement. Policies may cover attorney fees, court costs, and damages.
Companies with extensive brand portfolios often purchase such insurance to mitigate financial exposure.

Trademark search report is a document summarising the findings of a trade mark search. The report lists
potentially conflicting marks, their registration status, and an analysis of similarity. It may also include
recommendations on the likelihood of successful registration and suggestions for alternative wording or
design modifications.

Trademark clearance is the process of confirming that a proposed mark can be used and registered without
infringing existing rights.
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